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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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2a)KI This action is FINAL. 2b)n This action is non-final. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Response to Amendment 

Amendment received on 3/20/2006 is acknowledged and entered. Claims 3, 14 
and 38 have been canceled. Claims 1, 4, 37, 39, 40 and 41 have been amended. 
Claims 19-36. 42-56 have bee withdrawn. Claims 1. 2, 4-13, 15-18, 37, 39-41 and 57-60 
are currently pending in the application. 

Claim Rejections - 35 USC § 101 

Claim Rejections under 35 USC § 101 have been withdrawn due to the 
applicant's amendment. 

Claim Rejections - 35 USC § 112 
Claim Rejections under 35 USC § 1 12 have been withdrawn due to the 
applicant's amendment. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-18, 37-41 and 57-60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Humes et al. (US 5,377,120) in view of Oh, Je H. (EP 0 575 109 
A1). 

Humes et al. (Humes) teaches an apparatus for processing mail pieces, 
comprising: 

Independent Claims 
Claim 1. 
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a holding facility for receiving stacks of mails from senders and gather said stacks 
into one or more hoppers (Figs. 2 and 3; items 44-45; C, 3, L. 61-62); 

a pre-sorting business to receive said gathered mail from said holding facilities and 
sort said mail pieces into a pre-sorted batch (Fig. 3; items 61 and 63; C. 5, L. 34-38). 

While Humes does teaches receiving stack of mail pieces, Humes does not 
explicitly teach that said stacks of mail pieces are received in containers at one or more 
holding facilities for gathering said containers into one or more pools. 

Oh, Je H. (Oh) teaches a system for processing mail, wherein mail pieces 
received from senders accumulated in containers 34, said containers 34 are 
accumulated/pooled at a holding facility 31 for further pre-sorting and delivery to a mail 
service (Fig. 1, items 31 and 34; C. 5, L. 48-53). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Humes to include that said stacks of mail pieces are 
received in containers wherein said containers 34 are accumulated at a holding facility 31 
for further pre-sorting and delivery to a mail service, as disclosed in Oh, because it would 
advantageously allow to accumulate a large number of mail pieces for subsequent 
conveyance, as specifically disclosed in Oh (C. 5, L. 52-53). 

Information as to: "wherein a program rate of postage is applied to eacfi of said 
one or more mail pieces, said program rate being less than a full rate set by a postal 
service for mailing an unsorted mail piece" indicates the intended use of the system, not 
a stmctural element. Therefore, said additional limitations is given no patentable weight. 
MPEP 21 06 (II) (C) states: "Language that suggests or makes optional but does not 
require steps to be performed or does not limit a claim to a particular structure does not 
limit the scope of a claim or claim limitation.'' 

Claims Directed to an Apparatus must be distinguished from the prior art in terms 
of structure rather than function, In re Danly 263 F.2d 844. 847, 120 USPQ 528-531 
(CCPA1959). 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
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a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim. Ex parte Masham, 2 USPQ2d 1647 (bd Pat App. & Inter. 1987). 

Thus the structural limitations of Claim 1 are disclosed in Humes and Oh as 
described herein. Also, as described, the limitations of the claim do not distinguish the 
claimed apparatus from the prior art. 

Claim 37, 

Humes teaches an apparatus for processing mail pieces, comprising: 

a transport business for receiving stacks of mails from said senders and gather 
said stacks into one or more hoppers (Figs. 2 and 3; items 44-45; C. 3, L. 61-62); 

a pre-sorting business to receive said pools from said holding facilities, sort said 
mail pieces into said pre-sorted batch, and tender said batch to a postal service (Fig. 3; 
items 61 and 63; C. 5, L. 34-38). 

While Humes does teaches receiving stack of mail pieces, Humes does not 
specifically teach that said stacks of mail pieces are received In containers, which are 
delivered via a transport business. 

Oh teaches a system for processing mail, wherein mail pieces received from 
senders accumulated in containers 34, said containers 34 are accumulated/pooled at a 
holding facility 31 for further pre-sorting and delivery to a mail service (Fig. 1 , items 31 
and 34; C. 5. L. 48-53). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Humes to include that said stacks of mail pieces are 
received in containers for delivery by a carrier, as disclosed in Oh, because it would 
advantageously allow to accumulate a large number of mail pieces for subsequent 
conveyance, as specifically disclosed in Oh (C. 5, L. 52-53). Furthermore, cooperation 
disclosed between business entities in Humes and Oh indicates that said entities bound 
by an agreement. 

Claim 57, 

Humes teaches a method for processing mail pieces, comprising: 
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receiving one or more stacks of mail pieces (Fig. 1. items 1-4); 

unpacking said stacks and sorting said mail pieces into a pre-sorted batch (Fig. 3; 
items 61 and 63; C. 5. L. 34-38). 

tendering said pre-sorted batch to said postal service facility for mailing at an entry 
rate of postage (Fig. 3; items 61 and 63; C. 5, L. 34-38). 

While Humes does teaches receiving stack of mail pieces, Humes does not 
specifically teach that said stacks of mail pieces are received in containers. 

Oh teaches a system for processing mail, wherein mail pieces received from 
senders are accumulated in containers 34 for further pre-sorting and delivery by a 
carrier to mail service (Fig. 1, item 34; C. 5, L. 48-53). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Humes to include that said stacks of mail pieces are 
received in containers for delivery by a carrier, as disclosed in Oh, because it would 
advantageously allow to accumulate a large number of mail pieces for subsequent 
conveyance, as specifically disclosed in Oh (C. 5, L. 52-53). Furthermore, cooperation 
disclosed between business entities in Humes and Oh indicates that said entities bound 
by an agreement. 

Dependent Claims 

Claims 2, 4-13, 15-18 and 39-41, same system as recited in Claims 1, 37 and 57. 
The additional limitations recited in Claims 2-13, 15-18 and 39-41 indicate the intended 
use of the system, not a structural element. Therefore, said additional limitations is 
given no patentable weight. MPEP 2106 (II) (C) states: "Language that suggests or 
makes optional but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation" 

Claims Directed to an Apparatus must be distinguished from the prior art in terms 
of structure rather than function. In re Danly 263 F.2d 844, 847, 120 USPQ 528-531 
(CCPA1959). 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
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a prior art apparatus" if the prior art apparatus teaches all the structural limitations of the 
claim. Ex parte Masham, 2 USPQ2d 1647 (bd Pat. App. & Inter. 1987). 

Thus the structural limitations of Claims 2-13, 15-18 and 39-41 are disclosed in 
Humes and Oh as described herein. Also as described the limitations of the claim do 
not distinguish the claimed apparatus from the prior art. 

Claim 58. Said method further comprising the step of commingling said 
mail pieces (Kara; C. 3, L. 45). 

Claim 59. Said method further comprising the step of preparing a 
document certifying to said postal service that said pre-sorted batch is 
qualified for mailing at an entry rate (generating a manifest, client package report or 
other documentation required by the post office to accompany each mailing) (Kara; C. 
3. L. 50-52). 

Claim 60. Said method wherein said postal service pays a rebate to said 
pre-sorting business, said rebate representing the difference between said 
entry rate and a program rate, said program rate representing the postage 
applied to each of said mail pieces by said sender (commingling the mailing pieces into 
bundles to be delivered at the lowest available postal rate indicates obtaining the 
rebate) (Kara; C. 3. L. 45-49). 

Response to Arguments 

Applicant's arguments filed 3/20/2006 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that the prior art does not teach or suggest 
"pooling of containers" (claim 1), it is noted that Oh was applied for this feature. 
Specifically, Oh teaches a system for processing mail, wherein mail pieces received 
from senders accumulated in containers 34, said containers 34 are accumulated/pooled 
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at a holding facility 31 for further pre-sorting and delivery to a mail service (Fig. 1 . items 
31 and 34; C. 5. L. 48-53). 

Applicant argues that accumulating of containers disclosed in Oh does not teach 
"pooling containers" as disclosed in claim 2 (claim 37). However, Applicant does not 
provide any proof, analysis or explanation why said accumulating containers disclosed 
in Oh does not equate to said "pooling of containers" as recited in claim 37. Therefore, 
examiner stipulates that Oh explicitly teaches a system for processing mail, wherein 
mail pieces received from senders are accumulated in containers 34, said containers 34 
are accumulated/pooled at a holding facility 31 for further pre-sorting and delivery to a 
mail service (Fig. 1 , items 31 and 34; 0. 5, L. 48-53). 

In response to applicant's argument that the prior art does not teach or suggest 
that mail is received in containers (claim 57), it is noted that Oh was applied for this 
feature. Specifically, Oh teaches a system for processing mail, wherein mail pieces 
received from senders accumulated in containers 34, said containers 34 are 
accumulated/pooled at a holding facility 31 for further pre-sorting and delivery to a mail 
service (Fig. 1, items 31 and 34; 0. 5. L. 48-53). 

Applicant argues that "Independent claimi recites a system, not an apparatus " 
and "Independent claim 37 recites a cooperative entemrise, not an apparatus ". 

In response to this argument. Examiner reminds Applicant that there are four 
statutory classes of invention under which the subject matter of the invention must come 
within the boundaries set forth by 35 U.S.C. 101 , which states: "any new and useful 
process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof. The "system", as recited in claimi, is not a process, manufacture, 
or composition of matter; and the "cooperative enterprise", as recited in claim 37, is not 
a process, manufacture, or composition of matter. Therefore, applicant's argument are 
vague and indefinite. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See IVIPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). 
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